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Continued Examination Under 37 CFR 1. 1 14 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
19, 2007 has been entered. 

Claim Objections 

Claims 47 and 49 are objected to under 37 CFR 1.75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. In particular, 
claims 47 and 49 appear to merely repeat limitations of the base claim and claim 47 
may even attempt to broaden the base claim language by leaving out the term 
"respectively." 

Claim Rejections -35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 3, 7, 8, 13, 41, 42, 45, and 47 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Lang et al (US 6,231 ,603) or, in the alternative, under 35 

» 
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U.S.C. 103(a) as obvious over Lang (US 6,231,603) alone. Lang anticipates the claim 
language where the primary lens as claimed is posterior lens (72) of Lang, and the 
supplemental lens as claimed is IOL lens (110); see Figure 5 and column 6, line 32 et 
seq. Note that the IOL lens can be diffractive and that this language is written as the 
alternative, thus clearly suggesting that an wholly refractive or diffractive lens can be 
utilized; see column 4, lines 24-34 and column 1, lines 50-62. Furthermore, since the 
IOL lens is monofocal or multifocal it necessarily must have an optical power of either 
positive or negative. Figure 3 shows that the IOL lens have both positive diopter 
(positive power) regions and negative diopter (negative power) regions. 

Alternatively, one could argue that the present claim language is not met 
because the power of the posterior lens is not specified. However, the Examiner 
asserts that the lens system of Lang would inherently be designed to correct the vision 
of the patient so that it would not be excessive or insufficient. Moreover, it would have 
been at least prima facie obvious to design the posterior lens of Lang to compensate for 
the negative power regions or positive power regions of the IOL so that the images 
created by the lens system would not be distorted. 

With regard to claim 8 specifically, there is no special definition for operatively 
coupled. Since the lenses of Lang operate with light, they are considered to be 
operatively coupled to the extent required by the present claim language. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 33, 36, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Lang et al (US 6,231 ,603) in view of Cohen (US 5,1 17,306). Lang et 
al (US 6,231,603) fails to describe the details of the diffractive lens embodiment, and 
thus, fails to disclose utilizing echelettes and the diffraction profile. However, Cohen 
teaches that it was known to make diffractive intraocular lenses that are positively or 
negatively powered, that include echelettes, and that have first or multi-ordered profiles 
as claimed; see the figures and claims 19 and 22 thereof. Therefore, it is the 
Examiner's position that it would have been obvious to provide a diffractive 
supplemental lens having the characteristics disclosed by Cohen for the same reasons 
Cohen uses the same and in order to make a wide variety of lenses suitable for many 
different patients. 

Regarding claim 33, the echelettes of the formula on column 1, line 35 are on the 
order of a wavelength (unspecified wavelength) of light in size. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lang et 

al (US 6,231 ,603) in view of Patel (US 5,366,502). Lang et al (US 6,231 ,603) fails to 

< 

use a toric diffractive lens as claimed. However, Patel teaches that such lenses were 
known; see column 8, lines 1-10. Therefore, it is the Examiner's position that it would 
have been obvious to use a toric lens in the Lang invention for the same reasons that 
Patel uses the same and in order to aid a patient with an astigmatism (via a toric lens). 
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Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lang et al 
(US 6,231,603) in view of Portney (US 6,197,058) or Nordan et al (US 2003/0097176). 
Lang fails to teach the thickness of the diffractive supplemental lens as claimed. 
However, Portney (see column 7, lines 59-62) and Nordan (see abstract) both teach 
that lens thicknesses of less than 250 microns were known. Therefore, it is the 
Examiner's position that it would have been prima facie obvious to make the Lang 
supplemental lens less than 250 microns thick for the same reasons as the secondary 
references, and in order to make the lens insertable through a small incision. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lang et 
al (US 6,231 ,603) in view of Copeland et al (US 2002/0042653). Lang fails to teach a 
blue blocker or tint feature as claimed. However, Copeland teaches that it was known 
to incorporate blue blocking or tint into intraocular lenses prior to the invention of the 
Applicants' invention; see the abstract. Therefore, it is the Examiner's position that it 
would have been prima facie obvious to incorporate blue blocker or tint into the lens of 
Lang for the same reasons that Copeland does the same, that is, to achieve maximum 
visual acuity. 

Claims 7 and 8 rejected under 35 U.S.C. 103(a) as being unpatentable over Lang 
et al (US 6,231,603) in view of Bandhauer et al (US 2004/0230300) or Miller (WO 
03/000154). 

As an alternative to the vaulted feature as claimed in claim 7, one could interpret 
the claim language as being limited to some feature connecting the two lenses in this 
fashion. However, since Bandhauer or Miller both teach that such connection features 
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were known, it is the Examiner's position that it would have been obvious to connect the 
lenses of Lang in this fashion for ease of insertion and to provide a definite separation 
distance. 

As an alternative interpretation of "operatively coupled" of claim 8 that requires a 
physical coupling of the two lenses, the Examiner sets forth the following rejection. 
Lang can be interpreted as not meeting the claim language because it could be said to 
not teach operatively coupling of the lenses in that they are not shown physically 
coupled. However, both Bandhauer and Miller teach that it was known to physically 
couple similar lens systems together; see Figure 1 1 of Bandhauer and see Figure 6 of 
Miller. Therefore, it is the Examiner's position that it would have been prima facie 
obvious to couple the lenses of Lang together at the extreme ends thereof for the same 
reasons that the secondary references do the same or to set the distance from each 
other prior to accommodation. 

Claims 46 and 48-51 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lang (US 6,231 ,603) in view of Cohen (US 4,995,71 5). Lang fails to disclose the 
use of a blazed profile as claimed. However, Cohen (715) teaches that it was known to 
utilize blazed profiles on diffractive lenses within the art; see column 6, lines 26-31. 
Therefore, it is the Examiner's position that it would have been obvious to utilize a 
blazed profile on the Lang diffractive lens for the same reasons that Cohen utilizes the 
same. 

With regard to claims 50 and 51 , Lang fails to disclose first order profiles and 
echelettes as presently required. However, Cohen (715) teaches that it was known to 
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the prior art at the time to make diffractive lenses of first order and with echelettes; see 
column 9, lines 30-33. Therefore, it is the Examiner's position that it would have been 
obvious to provide Lang with these features for the same reasons that the prior art to 
Cohen utilized the same or to provide a patient with the needed correction in a 
conventional device with well-documented features and properties. 

Response to Arguments 

In response to the traversal filed March 19, 2007 that Lang does not teach a 
positively powered or negatively powered supplemental lens, the Examiner asserts that 
the IOL lens must necessarily have a focal power, either positively or negatively, 
because it disclosed as having a monofocal or multifocal power. In other words, if the 
lens has a finite focal power, then it has either a positive or negative focal power. 
Moreover, Figure 3 of Lang clearly shows that the lens has positive and negative power 
or diopter regions. For these reasons, the claim language is considered fully met. 

With regard to the traversal that the power is based upon the power of the other 
lens, the Examiner asserts that "limitation" is not really a positive limitation that requires 
a particular structure in the lenses because the actual power, negative or positive, is not 
actually fixed. Since it can be either power, it is the Examiner's position that the claim 
language is at least obvious over Lang alone. 

With regard to the traversal that Lang does not teach a blazed profile, the 
Examiner asserts that it was known to utilize a blazed profile within the art of diffractive 
lenses. For this reason, it would have been obvious to utilize the same in the Lang 
diffractive lenses for the same reasons as the prior art. 
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Conclusion 



Applicant should specifically point out the support for any amendments made to 
the disclosure, including the claims (MPEP 714.02 and 2163.06). Due to the procedure 
outlined in MPEP 2163.06 for interpreting claims, it is noted that other art may be 
applicable under 35 USC 102 of 35 USC 103(a) once the aforementioned issue(s) is/are 
addressed. 

Applicant is respectfully requested to provide a list of all copending applications that 
set forth similar subject matter to the present claims. A copy of such copending 
claims is respectfully requested in response to this Office action if the application is 
not stored in image format (i.e. the IFW system) or published. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Paul B. Prebilic whose telephone number is 
(571) 272-4758. He can normally be reached on 6:30-5:00 M-Th. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on 571-272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Paul Prebilic 
Primary Examiner 
Art Unit 3738 



